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Response Under 37 C F.R. § 1.1 16 
Group Art Unit 213?.. F.xpR dited Procedure 

03630.000229 PATliN T APPLICATION 

IN Tm UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: ) 

ROYCE E. SLICK, et al. 

Application No.: 09/411,070 

Filed: October 4, 1999 

For: TARGETED SECURE 
PRINTING 

Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 1 3-1450 

RESPONSE TO FINAL RFJECTION 
AND 

STATEMENT OF Si mSTANCH OF TNl-ERVIEU- 

Sir: 

This is a Response to the Office Action dated December 6, 2004, which 
entered a final rejection of all claims under 35 U.S.C. § 103(a) primarily over U.S. Patent 
5,633,932 (Davis) in view of U.S. Patent 5,956,407 (Slavin), or over U.S. Patent 6,378,070 
(Chan) in view of Slavin. Claims 1 to 104 and 122 to 140 are pending in the application. 
Reconsideration and further examination are respectfully requested. 

1 hereby certify ihsi ihis curresipflndcnce is being tacsiinile Iraniimictcd lo 
the U.S. Pateni and Trademark OiTice on: 



February IX. 200S 



(DaKOfDcpo.'iit) 
Michael K. O'Neill, Re^. No. 33.623 



Jams of Artpriiey for 
>nulurc Q \-D; 



>rjiey for AppJicant) 



rebniHTv 1 8. 20Q5 
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The undersigned thanks Examiner Stulberger and Supervisory Examiner 
Barron for the courtesies and thoughtful treatment afforded during a personal interview 
conducted on February 16, 2005, A statement of the substance of the interview follows. 

It was explained at the interview that the invention involves a double- 
encryption using first and second pairs of private-keys/public keys. According to one 
feature of the invention, the private key of the first private-key/public key pair is primarily 
in the sole possession of an intended image output device, whereas the private key of the 
second private-key/public key pair is primarily in the sole possession of the intended 
recipient of the image. It was fluther explained that one advantageous effect of this feature 
was an added degree of assurance in a secure printing environment; since the first private 
key is primarily in the sole possession of the intended image output device there is 
assurance that a print job could not successfully be intercepted by an unintended image 
output device; and since the second private key is primarily in the sole possession of the 
intended recipient of tlie image, there is assurance that an unauthorized person could not 
obtain the printed image even from the intended image output device. 

llic rejection relies on the secondary reference to Slavin (at column 13) 
which shows a doable-encryption process based on first and second pnvate-key/public key 
pairs. It was agreed at the interview, however, that Slavin was deficient in that it did not 
show that the private keys of the private-kcy/public key pairs are primfirily in the sole 
possession of differem entities. As a consequence, Slavin did not obtain the advantageous 
effect of the invention since even an imintended or xmauthori^ed recipient could obtain a 
printed copy of a secure document. 

-2- 
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A question arose during the interview of the meaning of the qualifier 

"primarily" in the phrase ^'primarily in the sole possession...". The word '"primarily" was 

chosen deliberately to allow for the possibility that others with authorization or permission 

might also have possession Ihe private key, but the full phrase of "primarily in the solo 

possession ..." clearly is not the same as the arrangement of Slavin in which both private 

keys are held exclusively by the exact same entity. This meaning is consistent with that 

explained in the specilicalion, such as at lines 2 through 1 1 on page 6: 

"hi the preferred embodiment, the second key is contained in 
a smart-card which is in the possession of the intended recipient. Thus, the 
second key is primarily accessible only with permission by the intended 
recipient. Likewise, the third key is preferably maintained in a smart-chip 
which is maintained internally in the intended image output device, thereby 
being shielded from access by devices other than the intended image output 
device." 

Finally, it was agreed at the interview that upon filing of these remarks, the 
final rejection would be withdrawn and an updated search would be ccinducted. These 
actions arc respectililly requested. 
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Applicants' undersigned attorney may be reached in our Costa Mesa» 
California office at (714) 540-8700. AH correspondence should continue to be directed to 
our below-listed address. 

Respectfully submitted^ 



Michael K. O'Nei^ 
Attorney for Applicants 
Registration No. 32,622 

FITZPATRICK, CELLA, HARPER & SCINTO 
30 Rockefeller Plaza 
New York, New York 10112-2200 
Facsimile: (212)218-2200 
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